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DETAILED ACTION 



1. 



The response of 6/8/2006 was received and considered. 



2. 



Claims 1-28 are pending. 



Response to Arguments 



3. 



Applicant's arguments with respect to claims 1-28 have been considered but are moot in 



view 



of the new ground(s) of rejection. 



Claim Rejections - 35 USC § 112 



4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claims 4-10, 16, 18-26 & 28 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The claims recite "predetermined information" and "license information", 
however the specification does not disclose both data being separate data; the specification 
discloses that predetermined information is encrypted to produce license information. This 
rejection can be overcome if it is clarified that encrypting predetermined information produces 
license information, so that both "license information'7"encrypted license information" are 
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understood to be the same as "encrypted predetermined information" or the result of encrypting 
predetermined information. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1-26 & 28 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is noted that the majority of the following § 1 12 1J2 rejections are 
made due to inconsistencies in claim language, such as reciting "a license information" in a 
claim and again reciting "a license information" in a claim depending upon that claim. These are 
easily remedied by using "a license information" in only one claim in a tree and referring to it 
using "the license information" or "said license information", etc. 

a. Regarding claim 2, the relationship between the first, second and secure areas is 
unclear. For the purposes of this Office Action, the first and secure areas are understood 
to refer to the same area, since they both store said predetermined information. 

b. Regarding claim 4, it is unclear if "predetermined information" (lines 2-3) refers 
to the predetermined information recited in previous claims, the encrypted predetermined 
information recited in previous claims or an additional predetermined information. 

c. Regarding claim 4, it is unclear if "said electronic data" (line 4) refers to 
"encrypted electronic data" or the electronic data that has been encrypted. The latter is 
assumed. 

d. Regarding claim 5, it is unclear if "said predetermined information" (line 2) refers 
to the predetermined information recited in claims 1-3, the predetermined information 
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recited in claim 4 or if these recitations of "predetermined information" are meant to refer 
to the same information. 

e. Regarding claim 5, it is unclear if "said encrypted predetermined information" 
(line 2) refers to the encrypted predetermined information recited in claims 1-3, the 
encrypted predetermined information recited in claim 4 or if these recitations of 
"encrypted predetermined information" are meant to refer to the same information. 

f. Regarding claim 10, it is unclear if "predetermined information" (line 4) refers to 
the predetermined information recited in previous claims or additional predetermined 
information. 

g. Regarding claim 1 1, it is unclear if "encrypted predetermined information" (line 
2) refers to the encrypted predetermined information recited in previous claims or 
additional predetermined information. 

h. Regarding claim 1 1, it is unclear if "predetermined information" (line 4) refers to 
the predetermined information recited in previous claims or additional predetermined 
information. 

i. Regarding claim 14, it is unclear if "encrypted predetermined information" (line 
2) refers to the encrypted predetermined information recited in previous claims or 
additional predetermined information. 

j. Regarding claim 14, it is unclear if "information specific to an apparatus" (line 3) 
refers to the information specific to an apparatus recited in claim 13 or additional 
information specific to an apparatus. 
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k. Regarding claim 14, it is unclear if "predetermined information" (line 5) refers to 
the predetermined information recited in previous claims or additional predetermined 
information. 

1. Regarding claim 1 5, it is unclear how the "wherein" clause affects the claim, 
because the claim recites only that said medium-specific information can be 
electronically obtained, which does not affect the method. For the purposes of this Office 
Action, the limitation is understood to read "said medium-specific information is 
electronically obtained ...". 

m. Regarding claim 16, it is unclear if "information specific to an apparatus" (line 2) 
refers to the information specific to an apparatus recited in previous claims or additional 
information specific to an apparatus. 

n. Regarding claim 1 7, it is unclear if "information specific to an apparatus" (line 2) 
refers to the information specific to an apparatus recited in previous claims or additional 
information specific to an apparatus. 

o. Regarding claim 1 8, it is unclear if "a secure area" (line 6) is the same or an 
additional secure area as recited in line 4. These are understood to refer to the same area, 
p. Regarding claim 20, it is unclear if "license information" (line 3) refers to the 
license information recited in claim 18 or additional license information, 
q. Regarding claim 21, it is unclear if "information specific to said apparatus" refers 
to "apparatus-specific information" or if the limitations refer to the same data. These are 
understood to refer to the same information. 
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r. Regarding claim 22, it is unclear if "encrypted license information" (lines 2-3) 
refers to the encrypted license information recited in claim 21 or additional encrypted 
license information. These are understood to refer to the same encrypted license 
information. 

s. Regarding claim 24, it is unclear if "encrypted license information" (lines 2-3) 
refers to the encrypted license information recited in claim 23 or additional encrypted 
license information. These are understood to refer to the same encrypted license 
information. 

t. Regarding claim 24, it is unclear if "license information" (line 4) refers to the 
license information recited in previous claims or additional license information. These 
are understood to refer to the same license information. 

u. Regarding claim 25, it is unclear if "information specific to said apparatus" (line 

5) refers to "apparatus-specific information" (lines 2-3) or if the limitations refer to the 

same data. These are understood to refer to the same information. 

v. Regarding claim 24, it is unclear if "encrypted license information" (lines 2-3) 

refers to the encrypted license information recited in claim 23 or additional encrypted 

license information. These are understood to refer to the same encrypted license 

information. 

w. Regarding claim 26, it is unclear if "encrypted license information" (lines 2-3) 
refers to the encrypted license information recited in previous claims or additional 
encrypted license information. These are understood to refer to the same encrypted 
license information. 
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x. Regarding claim 26, it is unclear if "license information" (line 4) refers to the 
license information recited in previous claims or additional license information. These 
are understood to refer to the same license information. 



Specification 

8. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: The claims recite "predetermined information" and "license information", 
however the specification does not disclose both data being separate data; the specification 
discloses that predetermined information is encrypted to produce license information. This 
rejection can be overcome if it is clarified that encrypting predetermined information produces 
license information, so that both "license information"/"encrypted license information" are 
understood to be the same as "encrypted predetermined information" or the result of encrypting 
predetermined information. 

9. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 



The following title is suggested: AN INFORMATION MANAGEMENT METHOD 
USING A RECORDING MEDIUM WITH A SECURE AREA AND A USER-USE AREA. 



Claim Rejections - 35 USC §102 
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10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

11. Claims 1-2, 1 1 & 27 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent 5,905,798 to Nerlikar et al. (Nerlikar). 

Regarding claims 1 & 27, Nerlikar discloses encrypting predetermined 
information/codeword and predetermined address (col. 3, lines 24-27) that is stored in a 
predetermined secure area/TIRIS transponder (col. 2, lines 1 1-42) of a recording medium/disk 
(Fig. 1) using medium-specific information or a key generated therefrom/decryption scheme 
(col. 3, lines 23-28), storing the encrypted predetermined information/codeword and 
predetermined address (col. 3, lines 24-27) in an area/interrogator (col. 2, lines 26-27, col. 3, 
lines 23-28 & col. 3, lines 53-56) outside said predetermined area/TIRIS transponder (col. 3, 
lines 23-28) and deriving/decrypting said encrypted predetermined information outside said 
predetermined secure area (col. 3, lines 26-28), wherein said secure area is not subject to control 
by external instructions (col. 4, lines 48-51). 

Regarding claim 2, Nerlikar discloses wherein said recording medium comprises a first 
area/TIRIS transponder (col. 2, lines 1 1-42) storing said predetermined information/codeword 
and predetermined address (col. 3, lines 24-27) and a second area different from said first area 
(Fig. 1 & Fig. 2). 
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Regarding claim 1 1, Nerlikar discloses wherein said encrypted predetermined 
information/codeword and predetermined address (col. 3, lines 24-27) is stored on a second 
recording medium/interrogator (col. 3, lines 23-28) different from said recording medium/disk 
(col. 2, lines 26-27 & col. 3, lines 53-56). 

12. Claims 1-2, 4-6, 1 1, 18 & 27-28 are rejected under 35 U.S.C. 102(e) as being anticipated 
by U.S. Patent Application Publication 2002/0016919 to Sims, III (Sims). 

Regarding claims 1 & 27, Sims discloses a method comprising encrypting predetermined 
information/content key fl[97) that is stored in a predetermined secure area of a recording 
medium (ffl[81 & 85) using medium-specific information or a key generated therefrom/public 
key of acceptable user (1J97), storing the encrypted predetermined information in an area/play- 
back device fl[97) outside said predetermined secure area and deriving/decrypting said encrypted 
predetermined information outside (in the play-back device) said predetermined secure area 
(Tf97), wherein said secure area is not subject to control by external instructions fl[57). 

Regarding claim 2, Sims discloses a first area/area 101 flf85) storing said predetermined 
information/content key flj85) and a second area/area 102 different from said first area (Fig. 1). 

Regarding claim 3, Sims discloses wherein said second area/area 102 is a user-use area 
allowing writing and reading out of any information in accordance with external instructions 
(1f34). 

Regarding claim 4, Sims discloses wherein any information/content stored in said second 
area/area 102 is encrypted electronic data/encrypted content fl[81) and predetermined 
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information/content key stored in said first area/area 101 includes license information based on 
use rights fl[97 & Fig. 2, #213) for using said electronic data/encrypted content fl|81). 

Regarding claim 5, Sims discloses wherein said predetermined information/content key 
stored in said first area/area 101 is encrypted using medium-specific information or a key 
generated therefrom/public key of acceptable user fl[97) and the encrypted predetermined 
inforation/encrypted content key is stored in a predetermined area (in the play back device) 
(1197). 

Regarding claim 6, Sims discloses wherein said predetermined information/content key is 
encrypted flf97) using information specific to an apparatus that drives said recording medium or 
a key generated therefrom/media public key fl[95 & ^97). 

Regarding claim 1 1 , Sims discloses wherein said encrypted predetermined information 
(encrypted content/disk key) is stored on a second recording medium (play-back device, f 97 or 
clearing house, 1J95) different from said recording medium. 

Regarding claims 18 & 28, Sims discloses an information management apparatus (media 
player 120 and media device 110, called player (|38 & Fig. 1)) managing information/content of 
a recording medium, the recording medium having medium-specific information/public key of 
acceptable user fl[97) and comprising a user-use area/unprotected area 101 fl[33) allowing 
writing and reading out of any information in accordance with external instructions fl[34) and a 
secure area 101 that is not subject to control by external instructions fl|33) (see also Fig. 1), 
wherein license information information/content key based on use rights for any information 
stored in a user-use area is stored in a secure area/area 101 fl[85), said information management 
apparatus/player 150 (^38 & Fig. 1) comprising write and read out means/media device 1 10 (Fig. 
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1 & f34) writing any information to an reading any information from said user-user area/area 
102 (Fig. 1 & TJ34) and predetermined information deriving means/media device 110 and media 
player 120 (Fig. 1) encrypting predetermined information/content key fl|97) stored in a secure 
area/area 101 (Fig. 1 & ^|97) using said medium-specific information or a key generated 
therefrom/public key of acceptable user fl]97), storing the encrypted predetermined information 
in an area/play-back device outside said secure area fl[97) and deriving/decrypting the stored 
encrypted predetermined information in an area outside (in the play-back device) said secure 
area flJ97). 

Regarding claim 23 , Sims discloses wherein said predetermined information deriving 
means/media device transmits said encrypted license information/encrypted content key to a 
second recording medium different from said recording medium fl|97). 

13. Claims 1, 18 & 27-28 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent Application Publication 2002/0016919 to Sims, III (Sims). 

Regarding claims 1 & 27, Sims discloses a method comprising encrypting predetermined 
information/disk key (Tf95) that is stored in a predetermined secure area of a recording medium 
(ffi[81 & 85) using medium-specific information/media public key fl[95) or a key/acceptable 
user's public key fl]97) generated therefrom (medium-specific disk key is used, in conjunction 
with the clearing house/provider to generate the acceptable user key, which is then used to 
encrypt the predetermined information/disk key) fl|95), storing the encrypted predetermined 
information in an area/provider fl|95) outside said predetermined secure area and 
deriving/decrypting said encrypted predetermined information outside (in the provider) said 
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predetermined secure area fl}95), wherein said secure area is not subject to control by external 
instructions (^57). 

Regarding claims 1 8 & 28, Sims discloses an information management apparatus (media 
player 120, media device 110 (f38 & Fig. 1) and content provider fl[95)) managing 
information/content of a recording medium, the recording medium having medium-specific 
information/media public key fl[95) and comprising a user-use area/unprotected area 101 (|33) 
allowing writing and reading out of any information in accordance with external instructions (- 
1134) and a secure area 101 that is not subject to control by external instructions fl|33) (see also 
Fig. 1), wherein license information information/disk key based on use rights for any information 
stored in a user-use area is stored in a secure area/area 101 fl|85), said information management 
apparatus/player 150 and content provider fl[38, Tf95 & Fig. 1) comprising write and read out 
means/media device 110 (Fig. 1 & |34) writing any information to an reading any information 
from said user-user area/area 102 (Fig. 1 & TJ34) and predetermined information deriving 
means/media device (Fig. 1) encrypting predetermined information/disk key fl|95) stored in a 
secure area/area 101 (Fig. 1 & 1J95) using said medium-specific information/media public key 
(1J95) or a key/acceptable user's public key (1J97) generated therefrom (medium-specific disk key 
is used, in conjunction with the clearing house/provider to generate the acceptable user key, 
which is then used to encrypt the predetermined information/disk key) fl[95), storing the 
encrypted predetermined information in an area/provider outside said secure area fl|95) and 
deriving/decrypting the stored encrypted predetermined information in an area outside (in the 
provider) said secure area fl[95). 
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Regarding claim 2, Sims discloses a first area/area 101 fl|85) storing said predetermined 
information/content key (1J85) and a second area/area 102 different from said first area (Fig. 1). 

Regarding claim 3, Sims discloses wherein said second area/area 102 is a user-use area 
allowing writing and reading out of any information in accordance with external instructions 
(1134). 

Regarding claim 4, Sims discloses wherein any information/content stored in said second 
area/area 102 is encrypted electronic data/encrypted content fl|81) and predetermined 
information/content key stored in said first area/area 101 includes license information based on 
use rights fl|97 & Fig. 2, #213) for using said electronic data/encrypted content fl|81). 

Regarding claim 5, Sims discloses wherein said predetermined information/content key 
stored in said first area/area 101 is encrypted using medium-specific information or a key 
generated therefrom/public key of acceptable user (^97) and the encrypted predetermined 
inforation/encrypted content key is stored in a predetermined area (in the play back device) 
(197). 

Regarding claim 6, Sims discloses wherein said predetermined information/content key is 
encrypted fl[97) using information specific to an apparatus that drives said recording medium or 
a key generated therefrom/media public key fl[95 & 1|97). 

Regarding claim 11, Sims discloses wherein said encrypted predetermined information 
(encrypted content/disk key) is stored on a second recording medium (play-back device, ^[97 or 
clearing house, ^|95) different from said recording medium. 
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Regarding claim 23, Sims discloses wherein said predetermined information deriving 
means/media device transmits said encrypted license information/encrypted content key to a 
second recording medium different from said recording medium fl[97). 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. Claim 15, as best understood, is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nerlikar, as applied to claims 1 above, in further view of U.S. Patent 5,191,61 1 to Lang. 

Regarding claim 15, Nerlikar, as modified above, lacks the medium-specific 
information/medium number being visually displayed on the recording medium. However, Lang 
teaches that by displaying information visually on a device for controlling access to data, a user 
can manually enter the data into another device (col. 6 lines 55-59). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to modify 
Nerlikar to visually display the medium-specific information/codeword on the disk. One of 
ordinary skill in the art would have been motivated to perform such a modification to allow for 
manual entry of the codeword into a device, as taught by Lang (col. 6 lines 55-59). 

16. Claim 15, as best understood, is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sims, as applied to claim 1 above, in further view of U.S. Patent 5,191,61 1 to Lang. 
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Regarding claim 15, Sims, as modified above, lacks the medium-specific 
information/medium number being visually displayed on the recording medium. However, Lang 
teaches that by displaying information visually on a device for controlling access to data, a user 
can manually enter the data into another device (col. 6 lines 55-59). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to modify 
Sims to visually display the medium-specific information/media public key or apparatus key on 
the disk. One of ordinary skill in the art would have been motivated to perform such a 
modification to allow for manual entry of the public media key or apparatus key into a device, as 
taught by Lang (col. 6 lines 55-59). 

Allowable Subject Matter 

17. Claims 7, 12-13, 19, 21 & 24-25 are believed to be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all 
of the limitations of the base claim and any intervening claims. 

1 8. The following is a statement of reasons for the indication of allowable subject matter: 
y. Regarding claim 7, the prior art relied upon fails to teach or suggest encrypting 
predetermined information that is stored in a secure area of a medium and storing the 
encrypted predetermined information in a second user-use area of a medium, in 
combination with the other limitations of the claim. 

z. Regarding claim 12, the prior art relied upon fails to teach or suggest encrypting 
predetermined information that is stored in a secure area of a medium, storing the 
encrypted predetermined information on a second recording medium different from the 
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first medium, decrypting the encrypted predetermined information using a medium- 
specific information or a key generated therefrom and updating the predetermined 
information in the secure area, in combination with the other limitations of the claim, 
aa. Regarding claim 13, the prior art relied upon fails to teach or suggest when said 
predetermined information is to be derived on said second recording medium, it is 
encrypted using said medium-specific information or a key generated therefrom and 
information specific to an apparatus that drives said second recording medium or a key 
generated therefrom, in combination with the other limitations of the claim, 
bb. Regarding claim 19, the prior art relied upon fails to teach or suggest storing 
encrypted license information by the write and read out means in said user-use area, in 
combination with the other limitations of the claim. 

cc. Regarding claim 21 , the prior art relied upon fails to teach or suggest the 
apparatus comprising apparatus-specific information, wherein said predetermined 
information deriving means encrypts said license information using said medium-specific 
information or said key generated therefrom and information specific to said apparatus or 
a key generated therefrom, in combination with the other limitations of the claim, 
dd. Regarding claim 24, the prior art relied upon fails to teach or suggest 
predetermined information updated means decrypting encrypted license information 
stored in said second recording medium using said medium-specific information and 
updating license information stored in said secure area, in combination with the other 
limitations of the claim. 
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ee. Regarding claim 25, the prior art relied upon fails to teach or suggest wherein an 
apparatus that drives said second recording medium comprises apparatus-specific 
information and said predetermined information deriving means encrypts said license 
information using said medium-specific information or said key generated therefrom and 
information specific to an apparatus that dives said second recording medium or a key 
generated therefrom. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Simitoski whose telephone number is (571) 272-3841. 
The examiner can normally be reached on Monday - Thursday, 6:45 a.m. - 4:15 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jacques Louis- Jacques can be reached on (571) 272-6962. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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